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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

2. Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 15 to 18 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claim 15 cites a method for playing a 
wagering game using an inventory of indicia. The claim as it is written appears to be 
merely a set of rules for playing a game, and as such, being a manipulation of abstract 
ideas. It does not pertain to an array of indicia, such as a virtual deck of cards, being 
stored in the physical memory of a gaming device, or being displayed on a physical 
display device such as a CRT or LCD when they are dealt to the player. It also does 
not pertain to a game played with a physical deck of cards on a physical playing table, 
such as that found in a casino. Method claims must have a concrete, tangible, and 
useful result. The claims should have a physical transformation or a concrete, tangible, 
and useful result. They should ideally involve accepting a wager from a player, playing 
a game with cards at a table, and awarding a player an award in the event of a winning 
outcome. Alternatively, the claims could cite accepting an input from a player via an 
input device, manipulating the data in memory by a processor according to the rules of 
the game, displaying the output to the player via an output device, and awarding the 
player in the event of a winning outcome. Please see MPEP 2106. 
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4. Claims 23 to 25 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claim 23, 24, and 24 cite methods for 
playing a wagering game using an inventory of indicia. The claims as they are written 
appear to be merely sets of rules for playing a game, and as such, being manipulations 
of abstract ideas. They do not pertain to an array of indicia, such as a virtual deck of 
cards, being stored in the physical memory of a gaming device, or being displayed on a 
physical display device such as a CRT or LCD when they are dealt to the player. They 
also do not pertain to a game played with a physical deck of cards on a physical playing 
table, such as that found in a casino. Method claims must have a concrete, tangible, 
and useful result. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. Claims 7, 8, 12, and 14 to 28 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kinoshita, et al. (U.S. patent 5,967,894 A) in view of Richardson 
(U.S. patent 5,042,809 A). 

8. As to Claim 15: *894 teaches a method of conducting a wagering game using an 
inventory of indicia, the inventory when fully constituted having X number of indicia 
arranged in sets of at least two indicia each (Abst.; hand comprising five indicia. Fig. 6). 
The player in '894 makes a wager to play each of a series of hands (sequence played 
for each hand, Fig. 7; indications showing remaining possible hands. Figs. 8a-c). For 
each hand of play, '894 randomly selects and displays a plurality of individual indicia 
from the inventory, the combination of indicia selected and displayed defining at least 
one hand outcome (hands determined and displayed. Fig. 7; hands dealt, Col. 3, Line 
58 to Col. 4, Line 3). The dealt indicia are depleted from play in subsequent hands 
(indicia are depleted from inventory as certain combinations of indicia are no longer 
available when individual indicia are dealt from the inventory, if this were not the case 
the probabilities of the winning combinations would not change through the course of 
the game and the indicia would simply be randomly selected). It is widely known in the 
art to deplete indicia from a pool of indicia in a standard game of poker; see for 
example, "Scarne's Encyclopedia of Card Games," Pages 7 to 9. '894 compares the 
hand outcome to a predetermined schedule of winning outcomes and if the hand 
matches one of the schedule of winning outcomes, issues an award to the player (Figs. 
8a-c; Col. 8, Lines 31 to 42). 
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9. Regarding the hand-to-hand play of '894, the examiner respectfully disagrees 
with the applicants on this regard. The player of '894 is able to insert plural medals . 
(Col. 4, Line 66 to Col. 5, Line 14). The player is able to bet one medal on a particular 
hand (5:50-65 '*an inserted medal," also "1 BET" button 33, Fig. 4; the player is able to 
bet one or plural medals on a given hand, '*1 BET" 33 or "MAX BET" 32, Fig. 4, Col. 6. 
Lines 43 to 59; Col. 8, Lines 42 to 53, play continues until the player runs out of medals 
or player presses "COLLECT/PAYOUT", in the event the player inserts plural medals 
and the player only bets one medal per hand by pressing "1 BET" each time, the game 
will necessarily involve hand-to-hand play of several subsequent hands for at least as 
long as the player has medals, for example if the player inserts five medals the player 
will have at least five hands to play in the game, and each time the indicia left in the 
deck of virtual cards will be more depleted as more cards are dealt from the deck on 
each successive hands). The cards in '894 are randomly generated and are not in any 
particular order (Col. 3, Lines 58 to 62. It is widely known in the art that a standard 
poker deck used in most poker games is a 52-card deck with 4 suits of 13 cards each, 
and the possible combinations of '894 are eliminated as indicia are drawn, so a pool of 
finite indicia is depleted, though it is not generated or constituted in a predetermined 
serial order which is not required by the claim language. 

10. Prior to play, *894 displays the possible winning hands remaining in the indicia 
set in the inventory as depleted and displays any scheduled winning outcomes 
eliminated as a result of depletion of the inventory (Figs. 8a-c). '809, however, teaches 
displaying the number of indicia remaining in the indicia set in the inventory as depleted 
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and displays and scheduled winning outcomes eliminated as a result of depletion of the 
indicia inventory (Fig. 3: 10 of 12 majors left, 12 of 12 majors left, 16 of 16 majors left, 8 
of 8 majors left, and 8 of 8 majors left; also indicators 36 of Fig. 3 showing number of 
chances remaining). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have combined the more explicit indication of remaining 
indicia of *809 to the game of *894. Both games are games in which indicia are depleted 
and numbers of remaining winning outcomes are displayed to players (Figs. 8a-c, '894; 
Fig. 3, '809). The only major difference between '809 and '894 is that '809's winning 
combinations comprise of a single indicium and the winning combinations of '894 
comprise are a combination of indicia. Claim 19 of '809 specifies sets of three symbols, 
which are analogous to the five-symbol combinations of '894. Some suggestion for this 
modification can also be found in Morris, et al. (U.S. patent 5,324,035 A). '035 is an 
indicia-depletion game very similar to '809 (Abst.); '035 displays the number of tickets 
left (168, Fig. 14) and the total number of winning tickets at each level (Fig. 15), also 
indicating when a player wins (Fig. 17); one of '035's embodiments is a poker game 
(Col. 5, Line 39). The advantage of this combination would be to more precisely 
indicate which indicia remain in the pool of indicia rather than simply indicating which 
kinds of winning combinations remain as is done in '894 Figs. 8a-c. It would be 
particularly advantageous to indicate specific remaining indicia in '894, because the 
player is able to indicate which cards to hold or discard (Fig. 8c), so knowing the actual 
indicia would allow the player to make his or her choices as to which indicia to hold or 
discard much more precise. 
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11. As to Claim 1 9: '894 teaches an electronic device for conducting a game for a 
player, the game utilizing an inventory of X number of game indicia arranged in sets of 
at least two indicia each when the inventory is fully constituted (Abst.; hand comprising 
five indicia. Figs. 1, 6). *894 teaches a computer processor storing data corresponding 
to the inventory (Fig. 5), a video display (Fig. 1), and means for a player to make a 
wager and prompt play of a game (medal selector 41 , switches 53, and medal hopper 
42, Fig. 5). The processor of '89, in response to the prompt, is configured to randomly 
select and display at the display a combination of individual indicia selected from the 
inventory of indicia (Fig. 6), the selected and displayed indicia combination defining at 
least one outcome (Figs. 8a-c), and the processor is configured to remove the selected 
indicia from selection for future hands (indicia are depleted from inventory as certain 
combinations of indicia are no longer available when individual indicia are dealt from the 
inventory, if this were not the case the probabilities of the winning combinations would 
not change through the course of the game and the indicia would simply be randomly 
selected). It is widely known in the art to deplete indicia from a pool of indicia in a 
standard game of poker; see for example, "Scarne's Encyclopedia of Card Games," 
Pages 7 to 9. The processor is configured to compare each outcome to a 
predetermined schedule of winning outcomes stored in a data structure (Figs. 8a-c), to 
issue an award for each selected and displayed winning outcome (Col. 8, Lines 31 to 
42), to control the display prior to play of the next hand data corresponding to the 
remaining inventory of indicia sets depleted of the displayed game indicia including the 
display of indicia from the inventory such that one or more scheduled winning outcomes 
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are unavailable due to depletion (Figs. 8a-c, the examiner notes that this claim 
language only requires the display of winning outcomes no longer available and not the 
display of remaining individual indicia). The processor of *894 is configured to, for the 
next hand of play, select indicia from the depleted inventory (Fig. 6; Col. 3, Line 58 to 
Col. 4, Line 3). 

12. As to Claim 23: *894 teaches a method for conducting a wagering game using an 
inventory of indicia, the inventory when fully constituted having X number of individual 
indicia (Abst.; while '894 does not explicitly disclosed a fixed number of indicia, it is 
inherent that the number is fixed since winning combinations become unavailable as 
indicia are dealt one by one from the pool of indicia, Figs. 8a-c). The player of *894 
makes a wager to play each of a series of hands (Fig. 7). For each hand of play, '894 
randomly selects and displays a plurality of individual indicia from the inventory, the 
combination of individual indicia selected and displayed defining a winning or losing 
outcome for the hand (Figs. 8a-c), and depleting said individual indicia from the 
inventory available for play of the next hand (indicia are depleted from inventory as 
certlain combinations of indicia are no longer available when individual indicia are dealt 
from the inventory, if this were not the case the probabilities of the winning combinations 
would not change through the course of the game and the indicia would simply be 
randomly selected). It is widely known in the art to deplete indicia from a pool of indicia 
in a standard game of poker; see for example, "Scarne*s Encyclopedia of Card Games," 
Pages 7 to 9. *894 issues an award to the player for a winning outcome (Figs. 8a-c; 
Col. 8, Lines 31 to 42). Prior to the commencement of the next hand of play, '894 
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displays to the player information regarding winning outcomes eliminated by the 
depletion of indicia (Figs. 8a-c). '894 allows the player to make another wager to play a 
hand using the depleted inventory (Fig. 7; game continues, Col. 8, Lines 42 to 53). 
13. As to Claim 24: '894 teaches a method for conducting a wagering game using an 
inventory of indicia, the inventory when fully constituted having X number of indicia 
arranged in indicia sets of at least two indicia sets each (Abst.; while *894 does not 
explicitly disclosed a fixed number of indicia, it is inherent that the number is fixed since 
winning combinations become unavailable as indicia are dealt one by one from the pool 
of indicia, Figs. 8a-c). The player of *894 makes a wager to play each of a series of 
hands (Fig. 7). '809 teaches arranging the inventory into a random serial order 1 
through X (chance symbols randomly generated and shuffled into array, Fig. 5A). '894 
serially selects and displays a plurality of individual indicia from the inventory (Fig. 7), 
the combination of selected and displayed individual indicia defining a winning or losing 
outcome (Figs. 8a-c), and depleting the displayed indicia from the inventory available for 
play of subsequent hands (indicia are depleted from inventory as certain combinations 
of indicia are no longer available when individual indicia are dealt from the inventory, if 
this were not the case the probabilities of the winning combinations would not change 
through the course of the game and the indicia would simply be randomly selected). It 
is widely known in the art to deplete indicia from a pool of indicia in a standard game of 
poker; see for example, "Scarne's Encyclopedia of Card Games," Pages 7 to 9. For a 
winning outcome, '894 issues an award to the player (Figs. 8a-c; Col. 8, Lines 31 to 42). 
Prior to the play of the next hand, '894 displays to the player any winning outcomes 
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eliminated by depletion of the indicia (Figs. 8a-c). '809 displays the number of each 
indicia remaining in each indicia set in the inventory as depleted of the prior selected 
and displayed inventory (Fig. 3). The player of '809 can make another wager to play the 
game using the depleted inventory or can command reconstitution of the inventory to X 
number of indicia prior to the play of the next game. 

14. As to Claim 25: '894 teaches a method of conducting a wagering game using an 
inventory of indicia sets, the inventory when fully constituted having X number of indicia 
(Abst,; while '894 does not explicitly disclosed a fixed number of indicia, it is inherent 
that the number is fixed since winning combinations become unavailable as indicia are 
dealt one by one from the pool of indicia, Figs. 8a-c). '894 allows a player to make a 
wager to play a game (Fig. 7). For each hand of play, '894 randomly selects and 
displays a plurality of indicia from the inventory into the coordinates of a game matrix 
(Fig. 7), the combinations of indicia in the game matrix defining a plurality of winning or 
losing outcomes (Figs. 8a-c), and depleting the displayed indicia from the inventory 
available for play of subsequent hands (indicia are depleted from inventory as certain 
combinations of indicia are no longer available when individual indicia are dealt from the 
inventory, if this were not the case the probabilities of the winning combinations would 
not change through the course of the game and the indicia would simply be randomly 
selected). It is widely known in the art to deplete indicia from a pool of indicia in a 
standard game of poker; see for example, "Scarne's Encyclopedia of Card Games," 
Pages 7 to 9. Prior to play of a subsequent hand, '809 displays the number of indicia 
remaining in the sets in the inventory as depleted of the prior selected and displayed 
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inventory and any winning outcomes eliminated as a result of depletion (Fig. 3). '809 
gives the player the option to make another wager to play a next game (Col. 1 1 , Lines 
37 to 45) using the depleted inventory or to command reconstitution of the inventory to 
X number of indicia prior to the play of the next game (Abst.; new deal, Fig. 2; new 
screen 42 of Fig. 4; Col. 3, Line 67 to Col. 4, Line 3). 

15. As to Claim 26: *894 teaches an electronic device for conducting a game for a 
player (Abst., Fig. 1). The game utilizes an inventory of X number of game indicia when 
the inventory is fully constituted (Abst.; while '894 does not explicitly disclosed a fixed 
number of indicia, it is inherent that the number is fixed since winning combinations 
become unavailable as indicia are dealt one by one from the pool of indicia. Figs. 8a-c). 
'894 teaches a computer processor storing data corresponding to the inventory (Fig. 5), 
a video display (Fig. 1 ), and means for a player to make a wager and prompt play of a 
game (medal selector 41, switches 53, and medal hopper 42, Fig. 5). The processor of 
'89, in response to the prompt, is configured to randomly select and display at the 
display a combination of individual indicia selected from the inventory of indicia (Fig. 6), 
the selected and displayed indicia combination defining at least one outcome (Figs. 8a- 
c), and the processor is configured to remove the selected indicia from selection for 
future hands (indicia are depleted from inventory as certain combinations of indicia are 
no longer available when individual indicia are dealt from the inventory, if this were not 
the case the probabilities of the winning combinations would not change through the 
course of the game and the indicia would simply be randomly selected). It is widely 
known in the art to deplete indicia from a pool of indicia in a standard game of poker; 
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see for example, "Scarne's Encyclopedia of Card Games," Pages 7 to 9. The processor 
is configured to compare each outcome to a predetermined schedule of winning 
outcomes stored in a data structure (Figs. 8a-c), to issue an award for each selected 
and displayed winning outcome (Col. 8, Lines 31 to 42), to control the display prior to 
play of the next hand data corresponding to the remaining inventory of indicia sets 
depleted of the displayed game indicia including the display of indicia from the inventory 
such that one or more scheduled winning outcomes are unavailable due to depletion 
(Figs. 8a-c, the examiner notes that this claim language only requires the display of 
winning outcomes no longer available and not the display of remaining individual 
indicia). '809 gives the player the option to make another wager to play a next game 
(Col. 11, Lines 37 to 45) using the depleted inventory or to command reconstitution of 
the inventory to X number of indicia prior to the play of the next game (Abst.; new deal, 
Fig. 2; new screen 42 of Fig. 4; Col. 3, Line 67 to Col. 4, Line 3). 
16. As to Claims 7, 17, and 27: *809 discloses reconstituting the inventory to X 
number of indicia when all of the major prizes have been awarded (Abst.). '809 does 
not disclose reconstituting to X indicia when a predetermined number of indicia remain 
in inventory. The applicants have not stated how this limitation solves any stated 
problem or is for any particular purpose. '809 does disclose reconstituting the pool of 
indicia at any time an indication is received by a player after at least one chance has 
been played (Abst). 7ln any event, this limitation is widely known in the art. Scarne in 
his chapter on Blackjack discloses a cut card 40 cards above the bottom of the stack of 
cards when cards are dealt from a stack comprising four decks of cards (Pages 282 to 
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284). The stack is automatically reshuffled when the cut card is revealed. This, along 
with the use of four decks instead of one, makes card counting extremely difficult and Is 
a deterrent to cheating. Scarne also teaches the dealer reconstituting the deck at any 
time upon noticing player actions (Page 287), again, to prevent cheating. The examiner 
believes that this is sufficient motivation to make this modification to the game of the 
combination of '894 and '809. Moreover, the 103 combination of '894 and '809, or the 
applicants' own invention, would perform equally well modified to incorporate this 
limitation. Accordingly, it would have been prima facie obvious to one of ordinary skill in 
the art at the time the invention was made to have modified '809 or *894 such that the 
deck is reconstituted when a predetermined number of indicia remain in the inventory, 
because such a modification would have been an obvious design choice which fails to 
patentably distinguish above these references. 

17. As to Claims 8, 14, 18, and 22: '809 randomly selects and displays indicia by 
arranging the indicia into a random, serial order 1 through X and selects and displays 
the indicia in order from the arranged inventory (Fig. 5A). 

18. As to Claims 12 and 21: '894 allows the player to bet on a single payline (single 
hand of cards, Fig. 6). '894 does not address the limitation of multiple paylines. '809 
does suggest this as it allows players to play multiple parallel games at the same time 
(Fig. 3). The 103 combination of '894 and '809 would thus have multiple paylines. The 
applicant has not stated that multiple paylines solves any stated problem or is for any 
particular purpose; it appears to be merely another embodiment. Moreover, it appears 
that '894, or the applicants' invention would perform equally well modified to incorporate 
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multiple paylines. Accordingly, it would have been prima facie obvious to one of 
ordinary skill in the art at the time the invention was made to have modified '894 to 
incorporate multiple paylines, because such a modification would have been considered 
a mere design choice which fails to patentably distinguish above '894. 

19. As to Claims 16, 20, and 28: '809 gives the player the option to make another 
wager to play a next game (Col. 1 1 , Lines 37 to 45) using the depleted inventory or to 
command reconstitution of the inventory to X number of indicia prior to the play of the 
next game (Abst.; new deal. Fig. 2; new screen 42 of Fig. 4; Col. 3, Line 67 to Col. 4, 
Line 3). 

Response to Arguments 

20. The amendments to the specification are accepted as they introduce no new 
matter. "1-X" has been clarified as "1 through X". The amendments to the drawings are 
accepted as they are now labeled "Replacement Sheet." The previous double-patenting 
rejection of Claim 15 against Claim 1 of co-pending application 11/007,108 is withdrawn 
as the examiner believes Claim 15 does not read on Claim 1 of '108 as currently 
amended. The previous objections to Claims 14 and 20 are withdrawn as they are 
properly amended. The previous 112 rejections of Claims 8, 14, 16 to 20, and 24 to 28 
are withdrawn as the claims have been amended to clarify that the pools have X 
number of indicia. The 112 rejections of Claim 20 and 27 are withdrawn as the meaning 
of "reconstitute" is clear from the specification. The examiner believes the 101 
rejections are in accordance with MPEP 2106 (formerly the Interim Guidelines of Nov. 
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2005), as the examiner believes the claims in the above 101 rejections are merely the 
rules for playing a game (a manipulation of abstract ideas, and do not sufficiently have a 
concrete, tangible, and useful result). The examiner had previously made only 101 and 
112 rejections to the claims with no art rejections. Upon further consideration, examiner 
now makes art rejections in light of Kinoshita, Richardson, and Morris. The examiner 
now believes that Morris provides sufficient motivation to modify Kinoshita with 
Richardson and that any deficiencies of Kinoshita are remedied with the combination 
with Richardson. The examiner requests the applicants notify the examiner of any art 
cited in related case 10/121,884, published as 2002/0155872 A1. The case is now 
abandoned and the case is no longer in Image File Wrapper. The examiner respectfully 
disagrees with the applicants as to the claims' condition for allowance. 

Conclusion 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew D. Hoel whose telephone number is (571) 272- 
5961. The examiner can normally be reached on Mon. to Fri., 8:00 A.M. to 4:30 P.M. 

22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on (571) 272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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23. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -212-m&C:^ 



Matthew D. Hoel 
Patent Examiner 
AU 3714 
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